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Applicant's election without traverse of Group I, claims 1-9, in the reply filed on 
1 2/1 6/1 0 is acknowledged. Please update the continuing information in the preamble of 
the specification. 

The present claims are drawn to class C beta lactamase with no specificity. The 
naming of beta lactamases is a bit complicated where there are Groups 1 -4 as well as 
independently Groups A-D. Glass C is better known as AmpC which is under Group 1 . 
And under Glass G there are a number of subtypes under GMY classes. A reading of 
the specification reveals the point of novelty may reside in employing Kirby Bauer type 
disks to apply reagents to bacterial specimens to determine class G beta lactamase 
producing bacteria. 

The following is a quotation of 35 U.S.G. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.G. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider tine applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Shoichet in view of eacli of Black and Arakawa. 

Shoichet (6,448,238) entitled "Inhibitors of beta Lactamases and Uses Therefor" 
teaches in column 3 first paragraph m-aminophenylboronate is a lactamase inhibitor. In 
column 24 last paragraph boronic acid inhibitors were tested over a range of 
concentrations with various ratios of ceftazidime with controls. In the following tables 
results of different inhibitors with different lactamases are shown including AmpC 
lactamase. 

The claims differ from Shoichet in that they specify the reagents are applied to 
the bacteria with disks containing an antibiotic and a lactamase inhibitor. 

Black (WO 03/078654) entitled "Device and Method for Detecting Antibiotic 
Inactivating Enzymes" teaches on page 5 last paragraph bridging to page 6, double disk 
potential test where disks containing lactamase inhibitors are placed at some distance 
from antibiotics to determine if the bacteria produce a specific type of lactamase which 
would be susceptible to that type of inhibitor See example 5 on pages 20-21 . On page 
22 first paragraph a AmpC disk test is described with cefoxitin. 
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Arakawa (J of Clinical Microbiology) entitled "Convenient Test for Screening 
Metallo Beta Lactamase Producing Gram Negative Bacteria by Using Thiol 
Compounds" teaches on page 40 column 2 last paragraph bridging to next column, 
contacting a colony of different bacteria" strains with Kirby Bauer disks containing a beta 
lactam drug and with different beta lactamase inhibitors. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to employ the method of Shoichet with disks as taught by Black and Arakawa 
because disks have more standardization and convenience in a commercial lab as 
compared to the various solutions made up in a research lab as performed by Shoichet. 
The specificity of class C beta lactamase would have been obvious because inhibitors 
specific to that type of lactamase are known for the same function as claimed. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Each of the following applies in all occurrences. 

In claim 1 line 3 and all occurrences, "at an interval" is not understood, is it an 
interval of time, space, location? In claim 1 lines 5-6, "the inhibitory zone" lacks 
antecedent basis. Method claim 1 is incomplete where it lacks any step such as 
correlating to accomplish the preamble of the claim. It is noted that the claims are not 
drawn to any specificity regarding class C beta lactamase and are merely inclusive. 



Application/Control Number: 10/582,799 Page 5 

Art Unit: 1657 

The title of tine invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Brun-Buisson (The Lancet) teaches transferable lactamase resistance. 

Glinka (2008/0146535) teaches beta lactamase inhibitors. 

Freire (2005/0124580) teaches beta lactamase inhibitors. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ralph Gitomer whose telephone number is (571) 272- 
0916. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jon Weber can be reached on (571) 272-0925. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding ttie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ralph Gitomer/ Ralph Gitomer 

Primary Examiner, Art Unit 1 657 Primary Examiner 

Art Unit 1657 



